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DETAILED ACTION

Response to Arguments

1 . Applicant's arguments with respect to claims 1 -7, 9-1 4, and 1 7-20 have been

considered but are moot in view of the new ground(s) of rejection.

2. In response to applicant's remark on page 8, Applicant argues that the examiner

has fails to combine Markow et al. in view of Koizumi et al. and Koski et al. in claims 1

,

5, and 7.

In response to applicant's arguments as stated above, the Examiner respectfully

disagrees with the Applicant's argument. It appears applicant is attacking individual

merits of Markow and Koski and concludes that there is no impetus to combine them.

However, the 103 rejections is in consideration of Markow et al. in view of Koizumi et al.

and Koski et al. as a whole. One cannot show non-obviousness by attacking references

individually. In re Keller , 208 USPQ 871 (CCPA 1981). The test for obviousness is not

whether features of one reference may be bodily incorporated into the other to produce

claimed subject matter but simply what the combination of references makes obvious to

one of ordinary skill in pertinent art. In re Bozek , (CCPA) 163 USPQ 545. The question

in a rejection for obviousness on a combination of references is what secondary

reference would teach one skilled in the art and not whether its structure could be bodily

substituted in basic reference structure. In re Richman , 165 USPQ 509 (CCPA 1970).

In this regard, the intent of Koski as a secondary teaching is not to combine its structural

features into Markow, but rather to use the teaching of Koski to process the speech
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signal in a mobile phone. Therefore, the combination of Markow et al. in view of

Koizumi et al. and Koski et al. are proper.

In response to applicant's remark on page 8, Applicant argues that the examiner

has apparently engaged in hindsight reasoning to combine Markow et al. in view of

Koizumi et al. and Koski et al. references.

In response to applicant's argument that the examiner's conclusion of

obviousness is based upon improper hindsight reasoning, it must be recognized that

any judgment on obviousness is in a sense necessarily a reconstruction based upon

hindsight reasoning. But so long as it takes into account only knowledge which was

within the level of ordinary skill at the time the claimed invention was made, and does

not include knowledge gleaned only from the applicant's disclosure, such a

reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA

1 971 ). In this case, the examiner has established a strong prima facie case of

obviousness, and provides proper suggestions to combine Markow et al. in view of

Koizumi et al. and Koski et al.. Therefore, the combination of Markow et al. in view of

Koizumi et al. and Koski et al. are proper, and it is not hindsight as arguing by applicant.

In response to applicant's remark on page 9, Applicant argues that the examiner

has fails to state that there is no motivation to combine of Markow et al. in view of

Koizumi et al. and Koski et al. in claims 1
,
5, and 7.

In response to applicant's argument that there is no suggestion to combine the

references, the examiner recognizes that obviousness can only be established by

combining or modifying the teachings of the prior art to produce the claimed invention
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where there is some teaching, suggestion, or motivation to do so found either in the

references themselves or in the knowledge generally available to one of ordinary skill in

the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re

Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation to

do so found in order to automatically adjust the sound volume to a constant optimum

level as suggested by Koizumi at col. 2, In. 10-1 4.

Claim Rejections - 35 USC § 103

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set

forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the

invention was made to a person having ordinary skill in the art to which said subject matter pertains.

Patentability shall not be negatived by the manner in which the invention was made.

4 Claims 1-2, 4. 7. 10-14, and 17-19 are rejected under 35 U.S.C. 103(a) as

being unpatentable over Park et al. (Patent No.: US 6,714.799, hereinafter. "Park")

in view of Markow et al. (U.S. Patent No.: 6.459.942, hereinafter, "Markow") and

further in view of Koizumi et al. (U.S. Patent No.: 5.745.583. hereinafter

"Koizumi").

Regarding claim 1 , Park teaches a mobile terminal comprising (see figure 2):

a mobile phone (see figure 2);

a microphone (see figure 2, MIC);

a speaker (see figure 2, SPK); and
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converting device to convert a digital signal into an analog signal (see figure 2,

BBA 24 is included DAC and ADC, col. 4, In. 1-40).

It should be noticed that Park fails to teach an equalizer adapted to adjust a

timbre of the converted analog speech signal inputted thereto from the CODEC, the

equalizer to receive analog speech signal from the microphone and the equalizer to

provide the converted analog speech signals to the speaker; and a DSP supply a digital

speech signal received from another mobile communication terminal to the CODEC.

However, Markow teaches an equalizer adapted to adjust a timbre of the converted

analog speech signal inputted thereto from the CODEC (see figure 4, equalizer 30,

col. 4, In. 1 1-36), the equalizer to receive analog speech signal from the microphone and

the equalizer to provide the converted analog speech signals to the speaker (see figure

4, equalizer 28 receive the analog signal from the MIC 16, and equalizer 30 provide the

signal convert from CODEC 36 to speaker 14, col. 4, In. 1 1-36); and a DSP supply a

digital speech signal received from another mobile communication terminal to the

CODEC (see figure 4, DSP 32, , col. 1 , In. 9-1 5, col.4, In. 1 1 -36, this system capable of

handling a audio conferencing).

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to incorporate the teaching of Marko into view of Park in

order to reduce the acoustic signal traveling from speaker to MIC as suggested by

Markow at col.1, In. 15-20.

Park and Markow, in combination, fails to teach a CPU adapted to supply a

timbre control signal corresponding to a frequency band set by a user to the equalizer.
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However, Koizumi teaches such features (see figure 1
,
microcomputer 1 1 ,

equalizer 6,

mode selecting key 16, memory 12, col. 2, In.40-67, col. 3, In. 1-10).

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to incorporate the teaching of Koizumi, into view of Park

and Markow in order to automatically adjust the sound volume to a constant optimum

level as suggested by Koizumi at col. 2, In. 10-1 4.

Regarding claim 2, Markow further teaches the speaker reproduces the speech

signal applied thereto from the equalizer (see figure 4, speaker 14, equalizer 30, col.4,

In. 11 -36).

Regarding claim 4, Koizumi further teaches the frequency band set on a menu

of the mobile communication terminal by the user (see figure 1, memory 12, col. 2, In.40-

67, col.3, ln.1-10).

Regarding claim 7 , Park teaches a mobile terminal comprising (see figure 2):

a mobile phone (see figure 2);

a microphone to receive speech signals (see figure 2, MIC);

a speaker to provide audio signals (see figure 2, SPK);

an antenna to receive/transmit signals (see figure 2, RF unit 22 with antenna);

and

converting device to convert a digital signal into an analog signal, the digital

signal being based on a signal received from the antenna (see figure 2, BBA 24 is

included DAC and ADC, col.4, In. 1-40).
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It should be noticed that Park fails to teach an equalizing device coupled to the

converting device to adjust the analog signal and to provide the adjusted analog signal

to the speaker. However, Markow teaches such features (see figure 4, CODEC 34,

equalizer 30, speaker 14).

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to incorporate the teaching of Marko into view of Park in

order to reduce the acoustic signal traveling from speaker to MIC as suggested by

Markow at col. 1 , In. 1 5-20.

Park and Markow, in combination, fails to teach an input device to allow a user to

set a frequency band of the mobile terminal; and a control device to provide a timbre

control signal to the equalizer, the timbre control signal being based on the frequency

band set by the user. However, Koizumi teaches such features (see figure 1

,

microcomputer 1 1 ,
equalizer 6, equalizer selecting means 14, mode selecting key 16,

mode setting mean 13, memory 12, col. 2, ln.40-67, col. 3, In. 1-10).

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to incorporate the teaching of Koizumi, into view of Park

and Markow in order to eliminate the need of the troublesome sound volume adjustment

as suggested by Koizumi at column 2, lines 10-15.

Regarding claim 10, Markow further teaches converting device comprises a

coder and decoder device (see col. 4, In. 1-36).
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Regarding claim 11, Koizumi further teaches the control device includes a

processor and an equalizing control device (see figure 1 ,
microcomputer 1 1 should be

included processor, equalizer means 14).

Regarding claim 12, Koizumi further teaches the processor generates a control

signal corresponding to the frequency band set by the user (see col. 2, In.40-67, col. 3,

ln.1-10).

Regarding claim 13, Koizumi further teaches the equalizing control device

receives the control signal and provides the timbre control signal based on the received

control signal (see col. 2, In. 40-67, col. 3, ln.1-10).

Regarding claim 14, Koizumi further teaches the control signal adjusts the

frequency band of the analog signal input to the equalizing device according to the

control signal (see col. 2, In.40-67, col. 3, ln.1-10).

Regarding claim 17, Markow further teaches a microphone to provide an analog

signal (see figure 4, MIC 16).

Regarding claim 18, Markow further teaches the equalizing device adjusts the

analog signal from the microphone and the converting device converts the adjusted

analog signal into a digital signal (see figure 4, MIC 16 is received analog signal from

user, EQ 28, CODEC 36).

Regarding claim 19, Markow further teaches the equalizer is provided between

the speaker and the CODEC and the equalizer is provided between the microphone and

the CODEC (see figure 4, MIC 16, equalizer 28, CODEC 34, equalizer 30, speaker 14).
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5. Claims 5-6, and 20 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Markow et al. (U.S. Patent No.: 6,459,942, hereinafter,

"Markow") in view of Koizumi et al. (U.S. Patent No.: 5,745,583. hereinafter

"Koizumi") and further in view of Koski et al. (U.S. Patent No.: 6,011.853).

Regarding claim 5 , Markow teaches a speaker phone system (see figure 4),

comprising: a microphone adapted to input a transmitting speech signal (see figure 4,

MIC 16, col. 4, In. 1 1-36); a speaker adapted to reproduce a received speech signal (see

figure 4, speaker 14, col. 4, In. 11 -36); a CODEC adapted to perform an analog-digital

conversion for the transmitting speech signal and a digital-analog conversion for the

received speech signal (see figure 4, CODEC 34, col. 4, In. 1 1-36); a CPU adapted to

generate a control signal according to a frequency band (see figure 4, DSP 32, col. 4,

In. 11 -36); the equalizer being connected to the microphone (see figure 4, MIC 16,

equalizer 28), the speaker and the CODEC in such a fashion that the equalizer is

disposed between the microphone/speaker and the CODEC (see figure 4, CODEC 34,

speaker 14, MIC 16, equalizers 28, 30).

It should be noticed that Markow fails to clearly teach an equalizer control section

adapted to generate a timbre control signal according to the control signal of the CPU;

and an equalizer adapted to adjust a frequency band of the transmitting/received

speech signals according to the timbre control signal inputted thereto from the equalizer

control circuit. However, Koizumi teaches such features (see figure 1, microcomputer

11, equalizer 6, equalizer selecting means 14, mode selecting key 16, memory 12,

col. 2, ln.40-67, col.3, ln.1-10).
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Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to incorporate the teaching of Koizumi, into view of

Markow in order to automatically adjust the sound volume to a constant optimum level

as suggested by Koizumi at col. 2, In. 10-1 4.

Markow and Koizumi, in combination, fails to teach a mobile phone. However,

Koski teaches such feature (see figure 2, col. 4, In. 48-50).

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to incorporate the teaching of Koski, into view of Markow

and Koizumi in order to allow for hands-free operation.

Regarding claim 6, Koizumi further teaches the frequency band set on a menu

of the mobile communication terminal by the user (see figure 1, memory 12, col. 2, In. 40-

67, col. 3, ln.1-10).

Regarding claim 20, Markow further teaches the equalizer to receive analog

speech signals from the microphone and the equalizer to provide converted analog

speech signals to the speaker (see figure 4, CODEC 34, speaker 14, MIC 16,

equalizers 28, 30).

6. Claims 3 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Park et al. (Patent No.: US 6.714.799. hereinafter. "Park") in view of Markow

et al. (U.S. Patent No.: 6.459.942. hereinafter. "Markow") and further in view of

Koizumi et al. (U.S. Patent No.: 5.745.583. hereinafter "Koizumi") as applied to

claims 1 and 7 above, and further in view of Dobbs et al. (U.S. Patent No.:

5.566.237. hereinafter. "Dobbs").
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Regarding claims 3 and 9, Park, Markow, and Koizumi, in combination, fails to

teach the equalizing device comprises a plurality of active filters. However, Dobbs

teaches such features (see col. 10, In. 49-51).

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to incorporate the teaching of Dobbs, into view of Park,

Markow, and Koizumi in order to filter out the unwanted signals.

Conclusion

7. Applicant's amendment necessitated the new ground(s) of rejection presented in

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37

CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE

MONTHS from the mailing date of this action. In the event a first reply is filed within

TWO MONTHS of the mailing date of this final action and the advisory action is not

mailed until after the end of the THREE-MONTH shortened statutory period, then the

shortened statutory period will expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of

the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the date of this final action.

8. Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Tuan A. Pham whose telephone number is
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(571 ) 272-8097. The examiner can normally be reached on Monday through Friday,

8:30 AM-5:30 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Matthew Anderson can be reached on (571 ) 272-4177. The fax phone

number for the organization where this application or proceeding is assigned is 571 -

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov . Should

you have question on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

Art Unit 2618 Supervisory Patent Examiner

273-8300.


